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|. NEW PATENT LEGISLATION

The Intellectual Property and Communications Omnibus Reform Act of 1999 (S.1948), which
included the American Inventors Protection Act of 1999, made mgor changesto the patent Satute (Title
35, United States Code). Many of these changes became effective in 2000. The following briefly
summarizes changes that are now effective under the patent Satute:

A. IMPROPER AND DECEPTIVE INVENTION PROMOTIONS (NEW SEC. 297)

Requiresthat invention“promoters’ discloseinwriting of successratestoinventors. Also crestesa
federa cause of action againgt invention promotersfor fraud/misrepresentation, and providesfor statutory
damages of up to $5,000. Became effective 60 days after enactment (January 2000).

B. REDUCTIONSIN PATENT & TRADEMARK FEES

Various patent filing and maintenance feeswere reduced by about 109 in 2000. Thereduced fees

have, however, been superseded by the annual inflationary increase thet became effective October 1, 2000.

The notice concerning the newest fees can be found a:
www.uspto.gov/web/offices/com/sol/noti ces/revpatfee.pdf.

C. DEFENSE TO INFRINGEMENT BASED ON PRIOR USE (NEW SEC. 273)

Createsd anew defenseto patent infringement based on prior use of a“method of doing business”
The defenseispersona, not transferable, and is subject to many limitationsand conditions. Effective upon
enactment (November 29, 1999), but not applicable to thenpending lawsLits.

D. PATENT TERM GUARANTEE (AMENDS SEC. 154)

Egtablishes certain timdines within which the patent office must act to examine and issue patent
goplications (eg., must examine patent goplications within 14 months after filing, and must issue patent
within 3 years of filing subject to certain exclusons). If PTO falsto act within time limits, the patent term
will be extended day-for-day. Effective 6 months after enactment (May 29, 2000).

E. PATENT APPLICATIONSTO BE PUBLISHED AT 18 MOS. (AMENDS SEC. 122)

Provides that non-provisond utility patent gpplications are to be published 18 months after their
priority dete. Only applies to newly filed gpplications, applicants can voluntarily publish gpplications.
Effective one year after enactment (November 29, 2000).
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F. PROVISIONAL RIGHTSUNDER PUBLISHED APPLICATIONS

Permits patent owners to sue for “reasonable royaty” damages for infringement occurring after
publication, if infringer has actud notice of published application and the daims in issued patent are
“subgtantidly identical” to those in the published gpplication.

G. NEW 102(E) PRIOR ART: PUBLISHED APPLICATIONS

Providesthat published patent applications can be used asprior art under 35 U.S.C. 8 102(e) asof
their filing date.

H. THIRD-PARTY RE-EXAMINATION PROCEDURES (NEW SEC. 311-318)

Createsanew optional type of re-examination procedure that permits more substantiveinvolvement
by athird-party chalenger. Permits the third party to appea an adverse decision to the PTO Board of

Appeds.

. STRUCTURAL CHANGESTO PATENT & TRADEMARK OFFICE

Makes certain administrative changes at the patent officein order to turn it into amore independent
and efficient organization.

J. WEEKEND/HOLIDAY EXCEPTION FOR PROVISIONAL APPLICATIONS

Extends life of provisond applications beyond 12- month dateif the 12- month datewould fal ona
weekend or holiday. Cures defects created by unintentionaly abandoned provisiond gpplications arising
from the 12- month anomdly.

K. EXTENSION OF 102(F) AND 102(G) EXCLUSIONSTO 102(E) PRIOR ART

Amends obviousness sandard (section 103) to prevent regjections or validity challenges based on
previoudy filed gpplications by persons who were under aduty to assign patent rightsin apatent or patent
goplication.
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NEW PTO REGULATIONS

The U.S. Patent and Trademark Office issued new regulaions, many of which were made to
implement changes brought about by the new legidation. They are summarized below. See separate
handout (viewgraph format) for a detailed explanation of the new regulations.

A. PUBLICATION OF PATENT APPLICATIONS

1. Applications filed on or after November 29, 2000 will be published 18 months after their
priority date. Doesnot apply to design applications, abandoned applications, provisond gpplications, and
gpplicationsfor which an gpplicant has requested non-publication (only avalableif gpplicant cartifiesthat no
foreign goplications will befiled).

2. Published patent gpplicationswill become prior art, and will be avalable on the PTO web site
for searches. The publication will be smilar in gppearance to patents, and will be assigned a publication
number. Front page will include bibliographic data (inventors, dates, abstract, etc.) and will be searchable.

3. Applications must be of sufficient qudity for optical character recognition. Applicationswill be
published as filed (no preiminary amendments), unless goplicant submits a new goplication in eectronic
format under Electronic Filing System (EFS) within one month from filing or 14 monthsfrom earliest filing
date.

4. PTOwill permit copying of individual documents in a pending application after the publication
date.

5. Third parties may not request opposition or protest for published gpplications, but may submit
patents and publications in a pending application, aslong as there is no discussion of the references.

6. Provisond rights based on apublished application may be available uponissuance of the patent,
provided that the infringer has actua notice of published application, and patent clams are “ substantialy
identicd” to claimsin the published gpplication. For internationa applications published under the PCT, a
copy of the publication in English mugt befiled in the PTO.

7. Publication fee of $300 to be collected at time of issue fee payment; abandoned applications
need not pay any fee.

8. Impact on patent practice:

(& Congder requesting non-publication if no intention to file abroad

(b) Search for published gpplications as new form of prior art under 102(e).
(¢) Voluntary publication to put infringers on notice (scare tactic).
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(¢) Condder whether to avoid amending key claims after publication.

B. ELECTRONIC FILING SYSTEM (EFS)

1. ThePTOisnow accepting utility patent applications on-line (viathe Internet), effective October
27th, 2000.

2. Requirementsfor dectronic filing:
(@ Customer number (one per practitioner or law firm); this number associates patent
gpplications with one or more registered patent attorneys.
(b) PK1 (public key infrastructure) certificate, issued by PTO to individuas upon application.
See www.uspto.gov/ebc/index.html for an gpplication. Thisis used to encrypt transmissons to the PTO
for security reasons.
(c) Software:
PASAT: Patent gpplication specification authoring tool (overlay for Word)
EPAVE: Software that transmits gpplicationsto the PTO.
(d) Images must be in TIFF format for drawings and declarations

3. When application istransmitted to PTO, you indantly get verification of receipt, aserid number,
and a confirmation of filesthat were submitted. Can pay fees by credit card or USPTO deposit account.
Moreinformation: EBC customer service 703-305-3028 or ef s@uspto.gov.

C. PATENT APPLICATION INFORMATION RETRIEVAL (PAIR)

1. Allows patent attorneysto review status of patent applicationsover the Internet 24 hoursaday.
Must have customer number, PKI certificate, and PAIR software (can be downloaded from PTO).

2. Can view bibliographic data and file history contents over the Internet.

D. PTOBUSINESSGOALS: TIMING AND PROCEDURAL CHANGES

1. Format of patent applications (optiond until March, 2001): dimination of line numbering,
replaced with paragraph numbering. No underlining a bolding of headings will be permitted in the
Specification.

2. No need to file amdl entity declaration; now patent attorney can assert smdl entity status on
behdf of dients. Paying smdl entity filing fee dso automaticaly establishes amdl entity status.

3. Application Data Sheet (ADS) with bibliographic information is requested (not required). If
used, inventor declaration becomes smplified (statements, power of attorney, and signature).
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4. Preliminary amendments. must be gpproved before entry. Also: manner of making amendments
will change dramaticdly (replacement sheets, replacement paragraphs, and submit marked- up verson of
exiging paragraphs with underlines and brackets).

5. Requirement for Information: examiner can now require information from gpplicants during
prosecution (e.g., databases that can be searched; non-patent literature; information used to draft the
gpplication, etc.). Controversa due to attorney-dient privilege.

6. Information Disclosure Statements. minor changes to timing, and now must submit copies of
published patent gpplications.

E. PATENT TERM ADJUSTMENTS

1. Appliesonly to utility and plant patent applications filed after May 29, 2000.

2. Many new requirementsimposed on PTO to examine and issue patentswithin certain timelimits
Applicants get day-for-day extenson of patent term if not met.

3. But: Applicant’sfallure to respond to any notice or action within 3 months (and certain other
falures) will forfat portions of term extenson. Advice: if you delay your client’ s response, you could be
responsible for reduced patent term (possible mal practice).

4. See separate handout for details of term adjustment provisions.

F. CPA (CONT'D PROSEC. APPLIC.) vs. RCE (REQ. CONT'D EXAM.)

1. CPA was gpplicableto applicationsfiled before May 29, 2000 (and continuesto bein effect for
design gpplications). A CPA is conddered to be a new patent application, with new filing date, and
requiring payment of excess clam fees. Any credits for term extenson in parent agpplication don’t carry
over tolater gpplication (disadvantage). FilingaCPA after November 29, 2000 will subject the application
to publication, whereas filing an RCE will not.

2. RCE (effective August 16, 2000): Can be used for dl utility and plant patent applications (not
design applications) filed on or after June 8, 1995. Creditsfor term extensionsin parent application can be
carried over to continued prosecution gpplication; filing date remains the same, and no need to pay excess
cdamfees Formsfor filing an RCE are available a www.uspto.gov/web/forms/sh0030. pdf.

3. Effective dates:

Applications filed between June 8, 1995 and May 29, 2000: gpplicant has choice of filing either
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CPA or RCE.
Applicationsfiled after May 29, 2000: gpplicant may only file RCE to continue prosecution.

4. Additiond information concerning RCES can be found at:
www.uspto.gov/web/offi ces/com/sol/nati ces/chngappl exm.pdf.

G. OTHER

(1) Business Method Patents. The PTO is now taking a “second look” at so-cdled “business
method” patent gpplications. All alowed patent gpplicationsin class 705 will bereviewed asecond timeby
adifferent examiner beforefind dlowance. PTO searchesof gpplicationsinthiscdassmust include asearch
of non-patent literature.

(2) Means-Plus-Function Clams. ThePTO haspublished supplementa examination guideinesfor
clams written in means-plus-function format, including determining whether the written description is
adequatefor the corresponding structure, materid, or actsunder 35 U.S.C. 8§ 112, sixth paragraph. For full
text of the guiddines, see www.uspto.gov/web/offices'com/sol/og/2000/week30/patquid.ntm.  They
became effective on June 21, 2000.

In generd, adamwill beinterpreted under 112(6) if (a) the claim uses the word “meansfor” or
“sepfor’; (b) the“meansfor’ or “step for” ismodified by functiond language; and (c) the “meansfor” or
“gepfor” isnot modified by sufficient sructure, materid, or actsto achievethe specified function. In order
to be sufficiently definite, ether (a) the specification must link or associate particular structure, materid, or
acts to the function recited in the means- plus-function limitation; or (b) one skilled in the art would know
what dructure, materid, or acts perform the function recited in the clam.

(3) Time Extensonsfor Formd Drawings. Effective November 7, 2000, the PTO will no longer
permit any extensons of time for filing forma drawings. Forma drawings must be submitted within 3
months of the date of mailing of aNotice of Allowahility (i.e., no later than payment of theissuefeg). See
65 Fed. Reg. 54629 (section 1.85(a) amendments and comments). The old deadline remainsin effect for
Notices of Allowability mailed before November 7, 2000.

(4) Faxed Assgnment Recordations. The PTO is now accepting fax transmissions to record
assgnments or other documents affecting title.  See the August 15, 2000 Officia Gazette, which
supplements an earlier January 25, 2000 initid OG notice. Notethat there are certain restrictions, such as
requiring that an “authorized user” of adeposit account Sign deposit account authorizations. The number to
which faxes should be tranamitted is 703-306-5995. For further information or questions, call 703-308-
9723.
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(5) Changeinre-examination procedures. Effective August 4, 2000, it will bethe PTO’spalicy to
assign ex parte requests for patent re-examination to adifferent examiner from the examiner that examined
the original patent application. Moreover, a“patentability review conference” will be convened in dl ex
parte reexamination proceedings prior to issuing afina reection, and prior to issuing aNotice of Intent to
Issue Reexamination Certification. See
wWww.uspto.gov/web/offi ces'com/sol/og/2000/week 35/patreex.htm.
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1. CASE LAW

A. PATENTABILITY & VALIDITY

1. STATUTORY SUBJECT MATTER

Pioneer Hi-Bred Int’'l, Inc. v. JEIM. AG Supply, Inc., 200 F.3d 1374, 53 USPQ2d 1440 (Fed.
Cir. 2000). Seed-reproduced plantsare patentable subject matter under section 101 of the patent Satute,
despite the fact that the Plant Patent Act of 1930 and the Plant Variety Protection Act of 1970 cover such
plants. Pioneer’ s utility patents on new varieties of hybrid and inbred corn and on their seedswere upheld
as patentable subject matter.

2. WRITTEN DESCRIPTION

Reiffin v. Microsoft Corp., 214 F.3d 1342, 54 USPQ2d 1915 (Fed. Cir. 2000). It wasimproper
to invaidate damsin a patent for failure to comply with the written description requirement in the earliest
gpplication in achain of applications, where the inventor did not need to rely on the earliest priority date.
Instead, theinventor should be permitted to rely on later filing dates (with additiond subject matter) in order
to support the later-filed dlams. Thedefendant had argued that the clamswereinvalid under the so-cdled
“omitted dement” test. In a concurring opinion, Judge Newman argued that the “omitted eement” test
should be rejected, since gpplicantsmay dam subcombinations of an invention.

Union QOil of Cd. v. Atlantic Richfield Co., 208 F.3d 989, 54 USPQ2d 1227 (Fed. Cir. 2000).
Union Oil’ s patent covers agasoline formulation that reduces pollution from automobiles. The patent dams
a very specific set of values for a set of parameters (e.g., Reid Vapor pressure no greater than 7.0 ps; a
50% D-86 didtillation point no greater than 200° F; aparaffin content greater than 85 volume percent; etc.),
but the written description did not expresdy describe such acombination. Instead, the patent separately
disclosed the possible ranges for each parameter, and the claim identified specific endpoints from each
parametric range. A divided pand upheld the validity of the patent under awritten description chalenge.
Judge Lourie dissented, concluding that the patentee was improperly permitted to “pick and choose”
various parameters to arrive a the clamed combination, and that the patent should have disclosed the
precise combination claimed. The decision was controversia because many refiners may be forced to pay
hundreds of millions of dollars owing to the fact that California has mandated a specific formulation for
gasoline sold in the state.
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3. ANTICIPATION

Advanced Display Systems, Inc. v. Kent State Univ., 212 F.3d 1272, 54 USPQ2d 1673 (Fed.
Cir. 2000). Invaidity by anticipation requiresthat the four corners of asingle prior art document describe
every dement of the clamed invention, ether expresdy or inherently, including materid that is properly
incorporated by reference. Incorporation by referenceisalegal, not afactud question, and thusthe judge
(not jury) must decide whether materid is properly incorporated by reference. To incorporate materid by
reference, the document must identify with detailed particularity the specific materid it incorporates and
clearly indicate where that materid is found in the various documents. Because the judge improperly
alowed thejury to determine whether the materiad wasincorporated by reference, the case was remanded
for anew trid.

4. ON-SALE BAR

Zacharin v. United States, 213 F.3d 1366, 55 USPQ2d 1047 (Fed. Cir. 2000). A contract to
manufacture and deliver an invention to the Army morethan oneyear before the patent application wasfiled
invalidated the patent. 1t did not matter that the contract was aresearch and devel opment contract, or that
the products sold to the Army wereto be used for testing purposes. “A contract to supply goodsisasaes
contract, regardless of the means used to caculate payment and regardless of whether the goods are to
used for testing in alaboratory or for deployment in the field.”

Vanmoor v. Wa-Mart Stores, Inc., 201 F.3d 1363, 53 USPQ2d 1377 (Fed. Cir. 2000). A
patent owner’ sdlegation of infringement was sufficient to establish that the patent wasinvaid under the on
sa e bar, because the defendant showed that it had sold the accused devices more than one year beforethe
filing date of the patent gpplication. The infringement alegation, by its nature, established that the accused
devices incorporated al of the claimed features.

5. OBVIOUSNESS

Ecolochem, Inc. v. Southern Cal. Edison Co., 227 F.3d 1361, 56 USPQ2d 1065 (Fed. Cir.
2000). 1t wasimproper to rely on “implicit findings’ to find amoativation to combine prior art referencesto
invalidate apatent for obviousness. The decision contains an extended discussion of so-called “ secondary
factors’ of nonobviousness, including long-fet need; commercid success, fallure of others to make the
invention; smultaneous invention by others; prior art teaching away; and copying and acclamation.

6. INTERFERENCE/PRIORITY OF INVENTION

Singhv. Brake, 222 F.3d 1362, 55 USPQ2d 1673 (Fed. Cir. 2000). Aninventor’ sfailureto have
notebook entrieswitnessed until severd yearsafter they weremade did not disqudify them as corroborating
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evidence of conception, even if such evidence would not be sufficient to establish an actud reduction to
practice. The Federal Circuit gpplied a“rule of reason” anaysis, concluding that the PTO Board erred by
finding no evidence of corroboration.

Genentech, Inc. v. Chiron Corp. 220 F.3d 1345, 55 USPQ2d 1636 (Fed. Cir. 2000). A
consultant’ srecognition of the utility of aparticular invertion, which was not communicated to theinventors,
does not inure to the inventors benefit for the purposes of determining priority of invention. The court
distinguished severd earlier decisonsthat suggested that knowledge by an agent of theinventor could inure
to the benefit of the inventor. The court noted that there was no evidence that the inventors submitted the
inventive compound to the consultant to test for the intended purposes of the invention (i.e., promoting
growth). Additionaly, the court held that when an interferenceisraised in adigtrict court action under 35
U.S.C. § 146, the didtrict court need not give any deferenceto PTO findings of fact on aparticular issueif
the court hears any new evidence on that particular issue.

Environ Prods., Inc. v. Furon Co., 215 F.3d 1261, 55 USPQ2d 1038 (Fed. Cir. 2000). Two
patent applications were copending at the U.S. Patent and Trademark Office and later issued as patents,
and one of the patent ownersraised aninvaidity defense based on prior invention. The Federd Circuit held
that the defendant need only meet a* preponderance of the evidence’ burden of proving invaidity rather
than the higher * clear and convincing evidence’ burden, because such a burden would have been applied
under 35 U.S.C. § 291 for interfering patents had such alawsuit been brought.

7. INVENTORSHIP

Solomonv. Kimberly-Clark Corp., 216 F.3d 1372, 55 USPQ2d 1279 (Fed. Cir. 2000). A patent
was not invalid on the bags that the inventor's patent attorney should have been named as an inventor.
Kimberly-Clark argued thet theinventor’ s deposition testimony suggested that shewas not thetrueinventor
of the claimed subject matter, and that her patent attorney wasthelikely inventor. The court Sated that “ An
attorney . . . should not be a comptitor of the client, asserting inventorship as aresult of representing his
client.”

8. DEFINITENESSOF CLAIMS; INVENTOR TESTIMONY

Solomon v. Kimberly-Clark Corp., 216 F.3d 1372, 55 USPQ2d 1279 (Fed. Cir. 2000). Itis
improper to useinventor testimony to invaidate aclaim under 35 U.S.C. § 112, second paragraph. Based
on testimony by the inventor that sheintended to claim auniform, rather than varying, thickness, Kimberly-
Clark argued that the patent wasinvalid because that intention conflicted with the court’ s determination that
the clamsrequired athinner region surrounded by athicker region, and thustheat theinventor falledto clam
“the subject matter which the gpplicant regards as hisinvention.” The Federa Circuit Sated that athough
compliance with section 112, second paragraph during prosecution can be evduated in light of the
inventor’'s testimony, the subjective intentions of the inventor after issuance of the patent are largely
irrdevant. “Itisparticularly ingppropriateto consder inventor testimony obtained in the context of litigation
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in assessing vaidity under section 112, paragraph 2, in view of the absence of probative vaue of such
testimony.”

9. BEST MODE

Eli Lilly & Co.v. Bar Labs, Inc., 222 F.3d 973, 55 USPQ2d 1609 (Fed. Cir. 2000). A patent
was not invdid for falure to disclose the best mode merdly because the inventors failed to disclose the
method that Lilly had developed for synthesizing a starting material needed to prepare the clamed
compound. Although Lilly’s scientists admitted that the synthesis method was “ superior” because it used
chegply available garting materids, the Federa Circuit concluded that the starting materid wasnot claimed,
nor was it “nove and essentid” for carrying out the best mode. The starting materid was disclosed and
wascommercialy available from outside sources, and the nondamed method of itssynthesswent merdy
to “production details’ that were not linked to the intringc qudities of the claimed compound.

10. DOUBLE PATENTING

Eli Lilly & Co. v. Bar Labs,222 F.3d 973, 55 USPQ2d 1609 (Fed. Cir. 2000). A patent
covering Lilly’s Prozac drug was invaid for * obviousness-type’ double patenting over aprior Lilly patent
covering the same drug. The second patent was directed to a broader (genus) verson of a narrower
(species) damintheearlier patent. The Federa Circuit gpplied atwo-gep andyss (1) doesthelaer clam
encompass the subject matter covered by the earlier dam; and (2) isthelater dam patentably distinct from
the earlier clam. In finding that there was no patentable distinction between the two clams, the court
rgected Lilly’ s argument that alater genus cdlam (treatment of animals) can be patertable over an earlier
species clam (treetment of humans, a species of animas). Note: thisdecisonwascontroversd. Severd
companies filed amicus briefs urging rehearing in_banc, arguing that the court's reliance on cdam
“domination” of an earlier peciesclam to invaidate alater genus clam was incorrect as amatter of law.

11. DEFERENCE GIVEN TO PTO DECISIONS

In re Gartsde, 203 F.3d 1305, 53 USPQ2d 1769 (Fed. Cir. 2000). The Federa Circuit reviews
fact-finding by the Board of Patent Apped sand Interferences under the* substantial evidence” standard of
review. The Supreme Court’ sdecision in Zurko left open the question whether the* arbitrary, capricious’ or
the “ subgtantid evidence’ sandardsin the APA should be gpplied.  Substantia evidenceis such rdlevant
evidence as a reasonable mind might accept as adequate to support a conclusion.

12. CERTIFICATES OF CORRECTION

Southwest Software, Inc. v. Harlequin Inc., 226 F.3d 1280, 56 USPQ2d 1161 (Fed. Cir. 2000).
A patent that was missng a 330-page appendix when issued by the PTO was held to be invalid until a
certificate of correction was issued, despite the fact that the error was the fault of the PTO. The Federd
Circuit ruled that the corrected patent was vaid only for lawsuits brought after the correction. The court
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noted that competitors might rely on the uncorrected patent, and that it was an easy task for a patent owner
to check patents for errors at the time of issuance. According to the court, “it does not seem to usto be
asking too much to expect a patentee to check a patent when it isissued in order to determine whether it
contains any errors that require the issuance of a certificate of correction.” (N.B.: patent practitioners
should carefully proofread patents upon issuance and, if amateria error isdiscovered, immediately correct
it.)

13. CORRECTION OF PCT APPLICATIONS

Helfgott & Karas, P.C. v. Dickenson, 209 F.3d 1328, 54 USPQ2d 1425 (Fed. Cir. 2000). The
Commissioner of Patents refused to reingate internationa prosecution of an gpplication under the Peatent
Cooperation Treaty (PCT) on the basis that the gpplicant failed to provide the correct identifying
information for the patent application. Helfgott filed two PCT applications at about the sametime. Later,
the law firm filed a request for preliminary examination for one of the applications specifying the correct
docket number, but providing the application number, filing date, and priority date for the other application.

The PTO assumed the request was intended for the other application, and changed the law firm' s docket
number to refer to that gpplication. The Federd Circuit held that the PTO acted arbitrarily and capricioudy
indenying thelaw firm’ srequest to correct the error becauseit failed tonatify thelaw firm of theerror. The
Federd Circuit held noted that PCT Rule 91.1 alows for rectification of “obvious errors” and the
Commissioner erred in refusing to alow the law firmto usethisruleto correct theerror. (Practicenote: the
Federa Circuit adso stated that “applicants who mistakenly transposed digits in the gpplication number”
should be permitted to correct their errors under the Rule).

B. INTERPRETATION OF PATENTS

1. CLAIM CONSTRUCTION

Schering Corp. v. Amgen Inc., 222 F.3d 1347, 55 USPQ2d 1650 (Fed. Cir. 2000). A term
appearing in the clams that acquired a broader meaning after the patent gpplication was filed was
nevertheless limited to the narrow meaning in existence a the time the patent application was filed. The
patentee was not entitled to later-developed usage of the term in an infringement action.

Tate Access Floors, Inc. v. Maxcess Tech., Inc., 222 F.3d 958, 55 USPQ2d 1513 (Fed. Cir.
2000). A mere differencein wording between claims does not require a different interpretation under the
doctrineof clam differentiation. Inthiscase, theterms*“inner layer” and “border” inoneclamwerehddto
be identica in scope to “inner body portion” and “integra contrasting border” in another clam.

Elekta Instruments SA. v. O.U.R. Scientific Int'l, 214 F.3d 1302, 54 USPQ2d 1910 (Fed. Cir.
2000). Unambiguous clam language limited the patent to a specific range of beam angles, even if that
interpretation excluded the only embodiment disclosed in the specification and made the invention
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inoperative. The applicant had amended the claim during prosecution to state that the beam channels
extended only within a particular zone.

2. DOCTRINE OF EQUIVALENTSINFRINGEMENT

Moore U.SA. Inc. v. Standard Register Co., 229 F.3d 1091, 56 USPQ2d 1225 (Fed. Cir.
2000). An dleged infringer’s knowledge and copying of a patent does not allow any broader scope of
equivaentsunder the doctrine of equivaents. Moreover, “subject matter disclosed in the specification, but
not clamed, isdedicated to the publicin determining infringement under the doctrine of equivaents. Having
fully disclosed two digtinct embodiments. . . Mooreisnot entitled to enforce the unclaimed embodiment as
an equivaent of the one that was clamed.” (Note: although the mgority cited the contrary Y BM Magnex
case, the decison gppears to be in conflict with that decision.).

Kraft Foods, Inc. v. Internationa Trading Co., 203 F.3d 1362, 53 USPQ2d 1814 (Fed. Cir.
2000). TheFederd Circuit’ s holding in Chiuminatta Concrete involving pre-existing technology waslimited
to means-plus-function clauses, and could not be used to avoid infringement of clams not written in that
format. The Federa Circuit reversed adigtrict court decision that found no infringement on the basis that
the accused devices relied on so-cdled “pre-existing” technology.

Fiskars, Inc. v. Hunt Mfg. Co., 221 F.3d 1318, 55 USPQ2d 1569 (Fed. Cir. 2000). The
defendant argued that the patent owner had the burden of proving that the accused device was not part of
the prior art, based on astatement appearing in the Federa Circuit’ sWilson Sporting Goodsdecison. The
Federd Circuit rg ected thisattempt to shift the burden of proof, concluding that “it isan affirmative deferse
of the accused infringer to show that it is practicing the prior art.”

3. PROSECUTION HISTORY ESTOPPEL

Hockerson-Haberstadt, Inc. v. Avia Group Intl., 222 F.3d 951, 55 USPQ2d 1487 (Fed. Cir.
2000). An gpplicant’s argument during prosecution that the term “centrd longitudind groove’ in the
clamed invention was narrower than that disclosed in the prior art could not be later disclaimed during
litigation on the basisthat it was an erroneous argument madein conjunction with drawings submitted duing
prosecution. The court dso rejected the argument that the intended dimensions could be gleaned from
drawings in the patent, which did not show any particular dimensions.

Bayer AG v. Elan Pharm. Research Corp., 212 F.3d 1241, 54 USPQ2d 1711 (Fed. Cir. 2000).
An gpplicant’s clam amendment to recite a specific range was a “clear and unmistakable surrender”
precluding infringement under the doctrine of equivaents, despite the fact that the amendment was not
required by the prior art. The inventor had made affirmative statements regarding the superiority of the
claimed range, and stated that it produced unexpected results.

Fiskars, Inc. v. Hunt Mfg. Co., 221 F.3d 1318, 55 USPQ2d 1569 (Fed. Cir. 2000). The patent

B. WRIGHT DECEMBER 2000 -14-



owner successtully rebutted the Warner-Jenkinson presumption of prosecution history estoppd where it
was hot clear from the prosecution history why a particular claim amendment was made. Theinventor was
permitted to explain at a pre-tria hearing that the amendment was made not to overcome any cited art, but
rather to remove an unintended limitation.

Festo Corp. v. Shoketsu Kinzoku K ogyo Kabushiki Co., 2000 WL 1753646 (Fed. Cir. Nov. 29,
2000). In thisen banc case, the Federd Circuit made sweeping changesto the law of prosecutionhistory
estoppel, concluding that narrower claimsthat were submitted to replace previoudy filed clamsresultedina
complete "bar" to any equivaence under the doctrine of equivaents. In particular, the court answered the
followed questions raised in its order for rehearing en banc:

(2) Do amendments made for reasons other than avoiding the prior art give rise to prosecution
history estoppd (i.e., arethey “asubstantia reason related to patentability?’) Yes. "A narrowing
amendment made for any reason related to the statutory requirements for a patent will giveriseto
prosecution history estoppel with respect to the amended clam dement.” This includes
amendments made for reasons related to 35 U.S.C. § 112, first and second paragraphs, and
related to utility (35 U.S.C. § 101).

(2) Should a voluntary claim amendment not required by an examiner or made in response to a
rejection by the examiner create prosecution history estoppd? Yes. "Both voluntary amendments
and amendments made required by the Patent Office signd to the public that subject matter has
been surrendered.”

(3) Assuming prosecution history estoppd exists, what range of equivaents, if any, is available
under the doctrine of equivaents? Answer: None. "When aclaim amendment creates prosecution
history estoppd with regard to a clam element, there is no range of equivaents available for the
amended cdam eement. Applicaion of the doctrine of equivadents to the daim dement is
completely barred."” The court dso stated that " A complete bar a so diminatesthe public'sneed to
speculate asto the subject matter surrendered by an amendment that narrows aclaim for areason
related to patentability.”

(4) When no explanation is made for a dam amendment, what range of equivdents if any, is
available under the doctrine of equivalents? Answer: None. "When no explanation for aclam
amendment is established, no range of equivadentsis available for the clam eement so amended.”
Moreover, the court stated that "a patent holder seeking to establish the reason for an amendment
must base his arguments solely upon the public record of the patent's prosecution, i.e., the patent's
prosecution history.”

4. INTERPRETING MEANS-PLUS-FUNCTION LIMITATIONS
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Atmel Corp. v. Information Storage Devices, Inc., 198 F.3d 1374, 53 USPQ2d 1225 (Fed. Cir.
2000). A patent may not rely on a document that is incorporated by reference to support structure
corresponding to a means-plus-function limitation in acdam. The sructure corresponding to the recited
function must be described within thefour corners of the patent specification. Nevertheless, inthiscase, the
title of theincorporated article itsalf was descriptive enough to permit aperson of ordinary skill intheart to
know what the corresponding structure was. Judge Mayer dissented, concluding that “ requiring inventors
to include very imaginable detall of a structure corresponding to a clamed means, including those widdy
understood by personsof ordinary skill inthe art, would bethe antithesis of concisenessand would resultin
exceedingly lengthy patents.”

Ishida Co. v. Taylor, 221 F.3d 1310, 55 USPQ2d 1449 (Fed. Cir. 2000). Claims written in
means-plus-function format should be interpreted to cover two separate embodiments disclosed in the
gpecification, not a single broad construction that would cover both embodiments.

IMS Tech., Inc. v. Haas Automation, Inc., 206 F.3d 1422, 54 USPQ2d 1129 (Fed. Cir. 2000).

(1) Oneway of determining whether two structures are"equivaent” for purposesof evauating literd
infringement under 35 U.S.C. 8 112, sixth paragraph, isto apply amodified verson of the function-way-
result test, assuming that the functions are identicd. In other words, if the accused device performs the
recited function, determine whether the accused and disclosed structures perform the recited function in
ubgtantidly the same way and produce substantidly the sameresult. Evidence of known interchangeshility
between structure in the accused device and the disclosed structure is an important factor. 206 F.3d at
1435.

(2) Whereastructure corresponding to arecited function under 35 U.S.C. 8 112, sixth paragraph,
isof "little or no importance’ to the clamed invention, it may be entitled to a broader range of equivaent
sructures for purposes of determining litera infringement. Conversdly, where a structure is "criticd in
performing the claimed function in the context of the dlaimed invention,” the structure may be entitied to a
lesser range of equivdents. In this case, in determining whether afloppy disk drive can bea 8§ 112, sixth
paragraph equivaent of the disclosed tape transport, the recited "interface means' merely providesaway of
gtoring programs, and isnot "important to theinvention.” Consequently, the patent owner should be entitled
to a broader range of structura equivaents. 206 F.3d at 1436-37.

C. ENFORCEMENT OF PATENTS

1. OWNERSHIP OF PATENTS

Banksv. Unisys Corp., 228 F.3d 1357, 56 USPQ2d 1222 (Fed. Cir. 2000). Anemployeewho
did not Sgn an invention agreement was not necessarily obligated to assgn patent rights to his employer
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under the “hired to invent” doctrine. The employer argued that Banks was hired to work on a specific
project, and thusthe employer was entitled to the patent rightsarising from the project. The Federd Circuit
vacated a summary judgment in favor of the employer, concluding that because Banks did not Sgn the
invention agreement, there was amaterid fact asto whether an implied-in-fact contract had been formed.
The court regffirmed the generd principlethat, inthe absence of awritten agreement, inventorsown rightsto
any paents. (N.B.: employers should ensure that al potentia inventors in a company have sgned an
invention agreement to avoid this problem).

Speedplay, Inc. v. Bebop, Inc., 211 F.3d 1245, 53 USPQ2d 1984 (Fed. Cir. 2000). An
employee who signed an invention agreement stating that the employee “hereby conveys, transfers and
assgnsto [employer] dl right, title and interest in and to inventions’ acted asa present transfer of rightsto
later-devel oped inventions, and no further assgnment was necessary to prove that the company owned
rights to the patent. The court rglected Bebop's argument that the employment agreement was merdly a
promise to assign afuture invention.
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2. "OFFER TO SELL" INFRINGEMENT

Hoallyanne Corp. v. TFT, Inc., 199 F.3d 1304, 53 USPQ2d 1201 (Fed. Cir. 1999). An offer to
donate an infringing system to loca schoolsand to acable TV system wasnot an infringing “ offer for sale”’
under the patent statute.

Rotec Indus,, Inc. v. Mitsubishi Corp., 215 F.3d 1246, 55 USPQ2d 1001 (Fed. Cir. 2000).
Activities occurring outside the United States cannot be used to establish infringement under the patent
datute’ s “offer to sdl” provison. Mitsubishi Ssgned a contract in Chinafor aproject to be built in China
Although the purchaser visted severd of the defendants in the United States and negotiations took place
among defendants in the United States concerning individua components of the patented invention, there
was no evidence that the defendants communicated any offer to the purchaser in the United States. Other
evidence relating to meetings or communications occurring in the United States were excluded as hearsay.
The court gpplied the ordinary meaning of “offer to sdl” as reveded by dictionaries and the Uniform
Commercid Code, concluding that there was no “manifestation of willingness to enter into a bargain”
occurring within the United States.

3. INEQUITABLE CONDUCT

Li Second Family Ltd. Partnership v. Toshiba Corp., F.3d , UsPQ2d ,
2000 WL 1673377 (No. 99-1451 Fed. Cir. November 8, 2000). A patent was found unenforceable
because of an inventor’'s mideading and repeated assertions that certain subject matter was entitled to an
ealier filing date. The inventor faled to inform the PTO that the Board of Patent Appedls had previoudy
found that the subject matter in arelated gpplication was not entitled to the earlier date. The court inferred
intent to deceive from the affirmative misrepresentations.

Perseptive Biosystems, Inc. v. PharmaciaBiotech, Inc., 225 F.3d 1315, 56 USPQ2d 1001, (Fed.
Cir. 2000). Where the named inventors misrepresented to the PTO the nature of potentidly inventive
contributions made by employees of another company, the patents were unenforceable on grounds of
inequitable conduct, even if the correct inventors were ultimately named on the patents. The named
inventors had, among other things, fasay stated that one of them had “initiated” or “directed” work at
another company that was collaborating on the project leading to theinvention, and mideadingly suggested
to the PTO that the other company was merely a source of raw materids for the project. The mgority
concluded that these statements were both deceptive and materia to patentability, snce they related to
whether the named inventorswere correctly named under 35 U.S.C. 8 102(f). Inavigorousdissent, Judge
Newman argued that mere collaboration on the project would not have been sufficient to change the
inventorship determination, and that athe ruling would provide anew method of chdlenging patentswhere
inventors failed to disclose any collaborative relationships to the PTO.

Life Tech., Inc. v. Clontech Labs, Inc., 224 F.3d 1320,56 USPQ2d 1186 (Fed. Cir. 2000). It
was not inequitable conduct to withhold incompleteinformation concerning ariva researcher’ swork, where
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theinventorshad no specific detail s regarding when theriva reduced hisinvention to practice; what specific
results were achieved; or how they were achieved.

Semiconductor Energy Lab. Co. v. Samsung Elec. Co., 204 F.3d 1368, 54 USPQ2d 1001 (Fed.
Cir. 2000). A patent was held unenforcesable because the inventor submitted a partid trandation of a
Japanese reference that | eft out the most relevant parts of the reference. However, the court ruled that an
inequitable conduct claim may not serve asthe basisfor aRICO clam under federa and New Jersey RICO
laws.

Fiskars, Inc. v. Hunt Mfg. Co., 221 F.3d 1318, 55 USPQ2d 1569 (Fed. Cir. 2000). An applicant
need not re-submit aprior art reference that was rejected by the examiner (the examiner had drawn aline
through the liging on the IDS, indicating that he did not consider it). The Federd Circuit stated that the
goplicant’ s submission of the reference to the examiner negated any intent element of inequitable conduct.

4. COMPULSORY COUNTERCLAIMS/DISCOVERY FOR CLAIM CONSTRUCTION

Vivid Tech, Inc. v. American Science & Eng. Inc., 200 F.3d 795, 53 USPQ2d 1289 (Fed. Cir.
1999). Infringement counterclaims are compulsory, and it was an abuse of discretion for adigtrict court
judge to refuse to permit the declaratory judgment defendant to plead amended counterclaims of patent
infringement. However, the didtrict court was within its authority to refuse to permit further discovery
concerning the accused devices before issuing a claim congtruction ruling.

5. JURISDICTION OVER NON-PATENT CLAIMS

U.S. Valves, Inc. v. Dray, 212 F.3d 1368, 54 USPQ2d 1834 (Fed. Cir. 2000). The Federa

Circuit accepted jurisdiction over an gpped transferred from the Seventh Circuit. The lawsuit involved a
breach of a patent license agreement, and in particular aquestion whether certain articleswere covered by
thelicense. TheFederd Circuit noted that the plaintiff’ sright to relief necessarily depended on resol ution of
asubstantia question of federd patent law, i.e., whether vaves sold by Dray were covered by thelicenseor
infringed the patent. (Note: this seemsto be an expangon of the Federa Circuit’ sjurisdiction. Breach of
patent license agreements have traditiondly been consdered issues of contract law, and have not invoked
the Federa Circuit’s exclusve gppellate jurisdiction).

Nilssenv. Motorola, Inc., 203 F.3d 782, 53 USPQ2d 1765 (Fed. Cir. 2000). The Federa Circuit
transferred an apped to the Seventh Circuit. The origina lawsuit raised both trade secret and patent
infringement daims, but the patent infringement claimswere dismissed without prejudice by the district court.
Theremaining trade secret clamswere gpopeded to the Federd Circuit. The Federd Circuit transferred the
apped, gating that the dismissa without prejudice meant that the district court’ sjurisdiction was no longer
based on 28 U.S.C. § 1338.

6. ATTORNEY-CLIENT PRIVILEGE COVERSINVENTION RECORDS
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In re Spalding Sports Worldwide, Inc., 203 F.3d 800, 53 USPQ2d 1747 (Fed. Cir. 2000). Ina
cae of first impression, the Federa Circuit held that invention records submitted by an inventor to anin-
house legal department are covered by the attorney-client privilege and are immune from discovery. The
court rejected the “conduit theory” invoked by some earlier decisions, under which patent attorneyswere
considered “ mere conduits’ for information to be submitted to the PTO. The court also refused to dissect
the invention records into technical and non-technica parts, concluding that the entire document was
covered by the privilege. Moreover, theissueis privilege of such recordsis uniqueto patent law, and thus
Federd Circuit (not regiond circuit) law should apply.

7. USE OF COLLATERAL PROCEEDING TO RAISE DEFENSE

Glitsch, Inc. v. Koch Eng'q Co., 216 F.3d 1382, 55 USPQ2d 1374 (Fed. Cir. 2000). A party
may not use a separate declaratory judgment action to raise adefense that it could havetimedy raised inan
earlier patent infringement action. After Glitschwasfound lidblefor patent infringement, it moved to amend
itsanswer to raise defenses of patent misuse and trade secret misuse. Thedigtrict court denied the motion
as untimely, and Glitsch theregfter filed a separate declaratory judgment action dleging the same patent
misuse claim, and seeking an order declaring the patents unenforceable. The Federd Circuit held that
Glitsch could not use thistactic to do an “end run” around the first court’ s action; the gppropriate remedy
was to appedl the first court’s action.

8. ANTITRUST

In re Independent Service Organizations Antitrust Litigetion, 203 F.3d 1322, 53 USPQ2d 1852
(Fed. Cir. 2000). Itisnot an antitrust violation to refuse to sell patented replacement parts to companies
that service photocopiers. A patent holder may enforce the statutory right to exclude free from ligbility
under antitrust laws, even if the refusd may have an anticompstitive effect, so long as the anticompetitive
effect is not illegaly extended beyond the statutory patent grant. In this case, there was no dlegation of
illegdly tying the sde of Xerox's patented parts to unpatented products.

9. ACCEPTING ADVERSE JUDGMENT ASPRECONDITION TO APPEAL

CAE Screenplates Inc. v. Heinrich Fiedler GmbH & Co., 224 F.3d 1308, 55 USPQ2d 1804,
(Fed. Cir. 2000). Partiesthat receive an adverse clam interpretation in district court Sometimes concede
infringement or non-infringement under the adverse clam interpretation in order to immediately goped the
adverse condruction. Inthiscase, the plaintiff received an adverse claim interpretation and submitted ajoint
motion for entry of fina judgment under Rule 54(b), but stated that the submission of the motion “isnot an
admission that thereisnoinfringement.” The Federa Circuit pondered whether it had jurisdiction over the
judgment, which gppeared not to be “find.” The Federd Circuit criticized this tactic and, by forcing the
plaintiff to take a pogtion a ora argument, proceeded to decide theissue. [Practicetip: ensurethat any
concession judgments are clearly “final” in order to permit gppellate review.]
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10. BURDEN OF PROOF UNDER 35U.S.C. § 295

Nutrinova Nuitrition Specidties & Food Ingredients GmbH v. Internationa Trade Comm'n, 224
F.3d 1356, 55 USPQ2d 1951 (Fed. Cir. 2000). Nutrinova's process patent was allegedly infringed by a
defendant that imported from China products made by the patented process. After examining samplesand
concluding that they may have been produced by the patented process, Nutrinovawas alowed to tour the
plant in China, where new samples did not produce the same results. Nutrinova asked the ITC to shift the
burden of proving infringement to the defendant under 35 U.S.C. § 295, but the ITC found that Nutrinova
failed to show that it made areasonable effort to determine the process actudly (and thus did not satisfy the
second prong of 8§ 295). The Federd Circuit affirmed, concluding that — under the substantial evidence’
standard of review -- Nutrinovafailed to show that it made a reasonable effort to determine the process
actudly used.

11. LACHESDURING PROSECUTION

Symbol Techs. Inc. v. The Lemeson Medicd, Ed. & Res. Found., Ltd., 2000 WL 1300430
(Misc. Docket No. 626 Fed. Cir. August 30, 2000)(nonprecedentia). The Federa Circuit agreed to hear
an interlocutory apped to decide the viability of the so-caled defense of “prosecution laches”
Manufacturers of bar code readers argued in the didtrict court that Lemelson’ s patents are unenforceable
because Lemel son delayed issuance of patents for decades, thus causing an entireindustry to reasonably
rely on the availahility of thetechnology. Variouslawsuits brought by and againgt Lemeson are pending in
Arizonaand Nevada.

12. WILLFUL INFRINGEMENT

Y amanouchi Pharm. Co. v. Danbury Pharmaca Inc., F.3d : USPQ2d  ,2000
WL 1644602 (No. 99-1521 Fed. Cir. November 3, 2000). The filing of an Abbreviated New Drug
Application (ANDA) with abasdess certification of patent invaidity condtituteswillful patent infringement.
The court concluded that parties have aduty of due careto exercisewhen certifying that apatentisinvalid,
and a breach of the duty may condtitute willful patent infringement.

13. JOINDER OF PARTY AFTER ENTRY OF JUDGMENT

Nelson v. Adams USA, Inc. 529 U.S. 460, 120 S. Ct. 1579, 54 USPQ2d 1513 (2000). Inits
only patent law decison of the year, the Supreme Court reversed a Federa Circuit decision that had
dlowed a patent infringement defendant to add a related defendant to the lawsuit after entry of judgment.
The Supreme Court held that such a procedure violated the Due Process clause of the Condtitution, even
though the added defendant had actudly participated in the trid.
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14. OTHER

Anastasoff v. United States, 223 F.3d 898, 2000 WL 1182813 (8th Cir. 2000). In asomewhat
surprisng decision, the Eighth Circuit held that its own rule stating that unpublished opinions may not be
cited as precedent was uncongtitutiond. Thepanel cited the separation of powers congtitutiona doctrineas
support for its decision.
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I[1l. TRENDSIN PATENT LAW

1. The Federd Circuit continues to expand its jurisdiction to cover lawsuits that include quas-
patent issues, including those that traditionaly have not invoked itsexclusivejurisdiction. For example, the
court now accepts gppea sinvolving patent license disputes, which are predominantly issues of contract law.

See, eg., U.S. Vaves, Inc. v. Dray, 212 F.3d 1368, 54 USPQ2d 1834 (Fed. Cir. 2000)(breach of patent
license agreement). Similarly, the Federal Circuit continues to expand its definition of what congtitutes a
“patent issue,” thusalowing it to gpply itsown law rather than that of theregiond circuits. See, eg., Inre
Spalding Sports Worldwide, Inc., 203 F.3d 800, 53 USPQ2d 1747 (Fed. Cir. 2000)(declaring that
attorney-dient privilege issue would be determined under Federa Circuit law, not regiond circuit law).

2. The Federd Circuit continues to interpret limitations written in means-plus-function format
narrowly. See, e.g., Atme Corp. v. Information Storage Devices, Inc., 198 F.3d 1374, 53 USPQ2d 1225
(Fed. Cir. 2000)(dtating that means-plus-function limitations may not rely on documents incorporated by
reference into the patent pecification).

3. The Federd Circuit continues to place a premium on the so-called “written description” of the
clamed invention, and will invaidate patents that it believes fall to adequatdy describe the invention,
sometimes with harsh results. See, e.g., Southwest Software, Inc. v. Harleguin Inc., 226 F.3d 1280, 56
USPQ2d 1161 (Fed. Cir. 2000)(chastising patent owner for failing to promptly file certificate of correction,
and holding patent invalid until corrected).

4. Thereisacontinuing trend toward finding prosecution history estoppd, and critically dissecting
statements made by patent applications during the application process, in order to narrowly interpret the
resulting patents. See, e.g., Festo Corp. v. Shoketsu Kinzoku Kogyo Kabushiki Co., 2000 WL 1753646
(Fed. Cir. Nov. 29, 2000); HockersonHabergtadt, Inc. v. AviaGroup Intl., 222 F.3d 951, 55 USPQ2d
1487 (Fed. Cir. 2000)(finding that attorney's dlegedly erroneous argument during prosecution acted as
estoppd).

5. Thereis a continuing trend toward giving the doctrine of equivaents a narrow scope, often
afirming summary judgment of non-infringement under the doctrine. The so-cdled "dedication to the
public" doctrine has gpparently been resurrected to bar infringement under the doctrine where the patent
owner discloses but does not clam an embodiment of the invention. Moore U.S.A. Inc. v. Standard
Register Co., 229 F.3d 1091, 56 USPQ2d 1225 (Fed. Cir. 2000).

6. The United States continues to generdly harmonize its laws with those of Europe and other
major countries. Publication of patent applicationsand provisond rightsarisng from publication isthe most
recent example of thistrend.
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